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DETAILED ACTION 

1. Claims 1-8 are pending in Application No. 09/877,694, entitled "Document 
Negotiation", filed 6/8/2001. 

2. No IDS has been filed as of the date of this communication. 

Drawings 

3. The Office objects to drawings as submitted by Applicant. Refer to the attached 
Notice of Draftperson's Patent Drawing Review form (PTO-948). 

Specification 

4. The disclosure is objected to because of the following informalities: 

On page 13 line 22, the reference to figure "4" should be to figure "6". Please 
correct all spelling/grammar/etc. errors throughout the specification. 

5. The incorporation by reference on page 20 lines 20-21 is improper. The 
referenced US non-provisional application, 09/489,197, has been abandoned. The '197 
application should be incorporated as an appendix to the instant application or 
submitted in an information Disclosure Statement. The Office notes that the Applicant 
is not a named inventor on the '197 application, and that the '197 application and the 
instant application are not commonly owned. So it is unclear how Applicant is even 
aware of the subject matter of the referenced application. See MPEP 608.01 (p). 



Application/Control Number: 09/877,694 
Art Unit: 2176 



Page 3 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



7. Claim 3 is rejected under 35 U.S.C. 102(b) as being anticipated by Rubin, 
Charles, Running Microsoft Word 2000 , Microsoft Press (c) 1999, pp. 7, 21, 63, 485- 
488, 647, 664-666, 701 , 824 and 841 . 



Regarding independent method claim 3, Rubin discloses: 

A method comprising 

enabling a party to a negotiation to create a document containing 
text (p. 7, first sentence under heading "Documents"), typed data {p, 63, 
first sentence under "Typing to Replace a Selection") and formulas 
configured to generate optional texts, (p. 647, last paragraph under 
heading "Text Entry") 

enabling a party to the negotiation to add annotations to the 
document, (p. 824, bulleted paragraph labeled "Comments") and 

maintaining a version history of portions of the document sufficient 
to enable a user to view and display changes between successive 
versions of the document, (p. 824, bulleted paragraph labeled "Versions") 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4, 5, 6i, 62, 63, 64, 65, 7i, 72, 73, 74, and 7^ are rejected under 35 

U-S.C. 103(a) as being unpatentable over Rubin in view of Kudo et al., "XML Document 

Security based on Provisional Authorization", Proceedings of the 7^^ ACM Conference 

on Computer and Communications Security , Nov. 2000, pp. 87-96 (hereafter referred to 

as "Kudo"). 



Regarding independent method claim 1, Rubin discloses: 

A method comprising 

enabling a party to a negotiation to create a document containing 
text (p. 7, first sentence under heading "Documents"), typed data (p. 63, 
first sentence under "Typing to Replace a Selection") and formulas 
configured to generate optional texts, (p. 647, last paragraph under 
heading "Text Entry") 



However, Rubin does not explicitly disclose: 



enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, and 

Kudo, though, discloses this limitation on page 90 in Figure 2, labeled "Object 

and subject hierarchy". 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow authorizations specified for an element to be applicable to all of its nodes as 
taught by Kudo in the sixth sentence ("In other words, ....) under the heading "5.1.2 
Objects" on page 92. 

Rubin, furthermore, does not explicitly disclose: 

permitting a party to view protected portions oftfie document only 
upon presentation of a cipher l^ey associated witfi ttiose portions. 

Kudo, though, discloses this limitation on page 91 in the section entitled "4.3 
Encryption Transcoding". Note especially: "This means that the guest who knows the 
values of the key1 234 can understand the t_and_c element." 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
protect target data by transforming the original data into a secure representation as 
taught by Kudo in the first sentence ("In this section, ....) under the heading "4 Security 
Transcoding" on page 89. 

Regarding multiple dependent claim 6i, which is dependent upon independent 

claim 1, Rubin does not explicitly disclose: 

also including transmitting a state and history of the negotiation 
from user to user using a network communication protocol. 
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However, Kudo discloses: 

also including transmitting a state (p. 91 , Figure 6 box labeled 
"status") and history of the negotiation (p. 91 , Figure 6 boxes labeled "log") 
from user to user using a networf< communication protocol, (p. 94, first 
paragraph under "6. Web Applications", noting "the client's browser 
initiates the communication and the server responds [sic] to it.") 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 



Regarding claim 7^, which is dependent upon multiple dependent claim 6i, 

Rubin does not explicitly disclose: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer 



However, Kudo discloses: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer, (p. 94, first paragraph under "6. Web 
Applications", noting "the client's browser initiates the communication and 
the server responds [sic] to it.") 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
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allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 



Regarding independent method claim 2, Rubin discloses: 

A method comprising 

enabling a party to a negotiation to create a document containing 
text (p. 7, first sentence under heading "Documents"), typed data (p. 63, 
first sentence under "Typing to Replace a Selection") and formulas 
configured to generate optional texts, (p. 647, last paragraph under 
heading "Text Entry") 



maintaining a version history of portions of the document sufficient 
to enable a user to view and display changes between successive 
versions of the document, (p. 824, bulleted paragraph labeled "Versions"). 



However, Rubin does not explicitly disclose: 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, and 



Kudo, though, discloses 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, (90 in Figure 2, labeled "Object 
and subject hierarchy") 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow authorizations specified for an element to be applicable to all of its nodes as 
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taught by Kudo in the sixth sentence ("In other words, ....) under the heading "5.1.2 
Objects" on page 92. 

Regarding multiple dependent claim 62, which is dependent upon independent 

claim 2, Rubin does not explicitly disclose: 

also including transmitting a state and history of the negotiation 
from user to user using a network communication protocol. 

However, Kudo discloses: 

also including transmitting a state (p. 91 , Figure 6 box labeled 
"status") and history of the negotiation (p. 91 , Figure 6 boxes labeled "log") 
from user to user using a network communication protocol, (p. 94, first 
paragraph under "6. Web Applications", noting "the client's browser 
initiates the communication and the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 



Regarding claim 72, which is dependent upon multiple dependent claim 62, 
Rubin does not explicitly disclose: 
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in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer. 

However, Kudo discloses: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer, (p. 94, first paragraph under "6. Web 
Applications", noting "the client's browser initiates the communication and 
the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 



Regarding multiple dependent claim 63, which is dependent upon independent 

claim 3 (which was previously discussed in the preceding section addressing 35 USC 

102(b) rejections), Rubin does not explicitly disclose: 

also including transmitting a state and history of the negotiation 
from user to user using a network communication protocol. 

However, Kudo discloses: 

also including transmitting a state (p. 91 , Figure 6 box labeled 
"status") and history of the negotiation (p. 91 , Figure 6 boxes labeled "log") 
from user to user using a network communication protocol, (p. 94, first 
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paragraph under "6. Web Applications", noting "the client's browser 
initiates the communication and the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 

Regarding claim 73, which is dependent upon multiple dependent claim 63, 

Rubin does not explicitly disclose: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer. 

However, Kudo discloses: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer (p. 94, first paragraph under "6. Web 
Applications", noting "the client's browser initiates the communication and 
the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 
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Regarding independent method claim 4, Rubin discloses: 

A method comprising 

enabling a party to a negotiation to create a document containing 
text (p. 7, first sentence under heading "Documents"), typed data (p. 63, 
first sentence under "Typing to Replace a Selection") and formulas 
configured to generate optional texts, (p. 647, last paragraph under 
heading "Text Entry") 



maintaining a version history of portions of the document sufficient 
to enable a user to view and display changes between successive 
versions of the document, (p. 824, bulleted paragraph labeled "Versions"). 



However, Rubin does not explicitly disclose: 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, and 



Kudo, though, discloses 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, (90 in Figure 2, labeled "Object 
and subject hierarchy") 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow authorizations specified for an element to be applicable to all of its nodes as 

taught by Kudo in the sixth sentence ("In other words ) under the heading "5.1.2 

Objects" on page 92. 
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Rubin, furthernnore, does not explicitly disclose: 

permitting a party to view protected portions of the document only 
upon presentation of a cipher key associated with those portions. 

Kudo, though, discloses this limitation on page 91 in the section entitled "4.3 
Encryption Transcoding". Note especially: "This means that the gaesf who knows the 
values of the key1234 can understand the f_and_c element." 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
protect target data by transforming the original data into a secure representation as 
taught by Kudo in the first sentence ("In this section, ....) under the heading "4 Security 
Transcoding" on page 89. 

Regarding multiple dependent claim 64, which is dependent upon independent 

claim 4, Rubin does not explicitly disclose: 

also including transmitting a state and history of the negotiation 
from user to user using a network communication protocol. 

However, Kudo discloses: 

also including transmitting a state (p. 91 , Figure 6 box labeled 
"status") and history of the negotiation (p. 91, Figure 6 boxes labeled "log") 
from user to user using a network communication protocol, (p. 94, first 
paragraph under "6. Web Applications", noting "the client's browser 
initiates the communication and the server responds [sic] to it.") 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 

Regarding claim 74, which is dependent upon multiple dependent claim 64, 

Rubin does not explicitly disclose: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer 

However, Kudo discloses: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer (p. 94, first paragraph under "6. Web 
Applications", noting "the client's browser initiates the communication and 
the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 
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Regarding independent metliod claim 5, Rubin discloses: 

A method comprising 

enabling a party to a negotiation to create a document containing 
text (p. 7, first sentence under heading "Documents"), typed data (p. 63, 
first sentence under "Typing to Replace a Selection") and formulas 
configured to generate optional texts, (p. 647, last paragraph under 
heading "Text Entry") 

maintaining a version history of portions of the document sufficient 
to enable a user to view and display changes between successive 
versions of the document, (p. 824, bulleted paragraph labeled "Versions") 

enabling a party to the negotiation to add annotations to the 
document, (p. 824, bulleted paragraph labeled "Comments") 



However, Rubin does not explicitly disclose: 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, and 



Kudo, though, discloses 

enabling a party to the negotiation to manipulate the document as a 
hierarchically structured set of containers, (90 in Figure 2, labeled "Object 
and subject hierarchy") 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow authorizations specified for an element to be applicable to all of its nodes as 
taught by Kudo in the sixth sentence ("In other words, ....) under the heading "5.1.2 
Objects" on page 92. 
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Rubin, furthermore, does not explicitly disclose: 

permitting a party to view protected portions of the document only 
upon presentation of a cipher key associated with those portions. 

Kudo, though, discloses this limitation on page 91 in the section entitled "4.3 
Encryption Transcoding". Note especially: "This means that the guest who knows the 
values of the key1234 can understand the t_and_c element." 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
protect target data by transforming the original data into a secure representation as 
taught by Kudo in the first sentence ("In this section, ....) under the heading "4 Security 
Transcoding" on page 89. 

Regarding multiple dependent claim 65, which is dependent upon independent 

claim 5, Rubin does not explicitly disclose: 

also including transmitting a state and history of the negotiation 
from user to user using a network communication protocoL 

However, Kudo discloses: 

also including transmitting a state (p. 91 , Figure 6 box labeled 
"status") and history of the negotiation (p. 91, Figure 6 boxes labeled "log") 
from user to user using a network communication protocoL (p. 94, first 
paragraph under "6. Web Applications", noting "the client's browser 
initiates the communication and the server responds [sic] to it.") 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 

Regarding claim Zs, which is dependent upon multiple dependent claim 65, 

Rubin does not explicitly disclose: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer 

However, Kudo discloses: 

in which the protocol includes e- mail, client-server file transfer, or 
peer-to-peer file transfer (p. 94, first paragraph under "6. Web 
Applications", noting "the client's browser initiates the communication and 
the server responds [sic] to it.") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow a programmer to integrate such a methodology into a Web-based application as 
taught by Kudo in Figure 8 and the second sentence ("In this section, ....) under the 
heading "6 Web Applications" on page 94. 
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It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Kudo for the benefit Rubin because these 
references were all applicable to the same field of endeavor, i.e., the use of object 
oriented technology. 



8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rubin in 
view of Kudo and further in view of Roth (US patent No. 6,604,105, filed Sep. 27, 2000) 
and David Flanagan, JAVA Examples in a Nutshell: a Tutorial Companion to JAVA in a 
Nutshell . O'Reilly & Associates, Inc., Sep. 1997, pp. 355, 356 and 362-366. 



Regarding independent apparatus claim 8, the claim in its entirety states: 

Apparatus comprising a medium on which are stored data structures 
capable of configuring a machine to enable a negotiation of a document, 

the data structures comprising 

linked discrete elements, 

each of the linked elements having value binding and 
formula features, 

each of the elements being linked into a hierarchical 
structure, 

each of the linked elements having annotation features, 



the data structures being expressed in a serialized data format that 
represents content of the linked discrete elements encrypted separately 
for each group of users able to access parts of the document, 
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the content of linked discrete elements being associated with a 
version history capable of configuring a machine to render complete 
document versions, and 

software capable of configuring the machine to enable a user to 
create the document, edit the document by adding new versions, attach 
messages, add, remove and change the access rights of users with 
respect to individual document elements, compare and merge documents, 
and purge version histories. 



Rubin discloses: 

formula features; (p. 647, last paragraph) 

capable of configuring a machine to render complete document versions 
(p. 824, noting the bulleted label "Versions"), 

software capable of configuring the machine to enable a user to create the 
document ( p. 21, Figure 2-2, noting the "new Blank Document" toolbar icon), edit 
the document by adding new versions (p. 824, noting the bulleted label 
"Versions"), attach messages (p. 824, noting the bulleted label "Comments"), 
compare and merge documents (p. 841, first paragraph under "Consolidating 
Changes and Comments", noting "You can merge or compare ...."). ond purge 
version histories (p. 841, section entitled "Deleting a Version", noting "to delete 
one or more versions ...."). 



However, Rubin does not explicitly disclose: 

linked discrete elements, 

each of the linked elements having value binding 



Kudo, though, discloses: 

linked discrete elements, 
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each of the linked elements having value binding (p. 91 , 
Figure 4, noting the t_and_c elennent is bound to the string 
"Purchase of $1 M over one-year") 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 

allow a programmer to also replace the bound clear text value with a (bound) encrypted 

value as taught by Kudo in Figure 5 of section "4.3 Encryption Transcoding" on page 

91. 

Further, Rubin does not explicitly disclose: 

each of the elements being linked into a hierarchical 
structure, 

Kudo, though, discloses: 

each of the elements being linked into a hierarchical 
structure, (p. 90, Figure 2, which is labeled as "Object and subject 
hierarchy") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 
allow authorizations specified for an element to be applicable to all of its nodes as 
taught by Kudo in the sixth sentence ("In other words, ....) under the heading "5.1.2 
Objects" on page 92. 

Further, Rubin does not explicitly disclose: 

each of the linked elements having annotation features, 
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Kudo, though, discloses: 

each of the linked elements having annotation features, (p. 
90 Figure 2. Note that the level 1 node "contractor" contains a 
connments element [or annotation features].) 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 

allow authorizations specified for an element to be applicable to all of its nodes as 

taught by Kudo in the sixth sentence ("In other words, ....) under the heading "5.1.2 

Objects" on page 92. 

Further, Rubin does not explicitly disclose: 

the content of linked discrete elements being associated with 
a version history, 

Kudo, though, discloses: 

the content of linked discrete elements being associated with 
a version history, (p. 91 Figure 6. Note that the log elements 
contain edits to various version of the contract document.) 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 

allow for the monitoring of who accesses confidential information as taught by Kudo in 

the first bullet under the heading "3. Provisional Authorization" on page 88. 

Further, Rubin does not explicitly disclose: 

add, remove and change the access rights of users with 
respect to individual document elements, 
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Kudo, though, discloses: 

add, remove and change the access rights of users with 
respect to individual document elements, (p. 90 section 4.1 in 
which an administrator can grant [add], deny [remove], or change 
between the grant/deny options for access to elements such as 
t_and_c, contract, etc.) 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 

limit a user's access to particular elements of a document as taught by Kudo in the last 

paragraph ("the first authorization decision ....") on page 90. 

Further, Rubin does not explicitly disclose: 

for each group of users able to access parts of the 
document, 

Kudo, though, discloses: 

for each group of users able to access parts of the 
document, (p. 92, last paragraph under section "5.1 Syntax" 
discusses user and group access) 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Kudo for the benefit of Rubin because to do so would 

limit a user's access to particular elements of a document as taught by Kudo in the last 

paragraph ("the first authorization decision ....") on page 90. 
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Further, Rubin does not explicitly disclose: 

the data structures being expressed in a serialized data 
format that represents content of the linked discrete elements 
encrypted separately, 

Flanagan, though, discloses: 

the data structures being expressed in a serialized data 
format that represents content of the linked discrete elements 
encrypted separately, (p. 362, first sentence of the second 
paragraph under section entitled "Digitally Signed Objects" 
discusses the serialization of encrypted objects) 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to apply the teachings of Flanagan for the benefit of Rubin in view of Kudo 

because to do so would a programmer to chose a preferred digital signature algorithm 

as taught by Flanagan in the last two sentences of the first paragraph of the "Digitally 

Signed Objects" section on page 362. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Kudo and Flanagan for the benefit Rubin 
because these references were all applicable to the same field of endeavor, i.e., the use 
of object oriented technology. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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